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(1) If a protest is accompanied by the 
written consent of the applicant, the 
protest will be considered if the protest 
is filed prior to the date a notice of al-
lowance under § 1.311 is given or mailed 
in the application. 

(2) A statement must accompany a 
protest that it is the first protest sub-
mitted in the application by the real 
party in interest who is submitting the 
protest; or the protest must comply 
with paragraph (c)(5) of this section. 
This section does not apply to the first 
protest filed in an application. 

(c) In addition to compliance with 
paragraphs (a) and (b) of this section, a 
protest must include: 

(1) An information list of the docu-
ments, portions of documents, or other 
information being submitted, where 
each: 

(i) U.S. patent is identified by patent 
number, first named inventor, and 
issue date; 

(ii) U.S. patent application publica-
tion is identified by patent application 
publication number, first named inven-
tor, and publication date; 

(iii) Foreign patent or published for-
eign patent application is identified by 
the country or patent office that issued 
the patent or published the applica-
tion; an appropriate document number; 
the applicant, patentee, or first named 
inventor; and the publication date indi-
cated on the patent or published appli-
cation; 

(iv) Non-patent publication is identi-
fied by author (if any), title, pages 
being submitted, publication date, and, 
where available, publisher and place of 
publication; and 

(v) Item of other information is iden-
tified by date, if known. 

(2) A concise explanation of the rel-
evance of each item identified in the 
information list pursuant to paragraph 
(c)(1) of this section; 

(3) A legible copy of each item identi-
fied in the information list, other than 
U.S. patents and U.S. patent applica-
tion publications; 

(4) An English language translation 
of any non-English language item iden-
tified in the information list; and 

(5) If it is a second or subsequent pro-
test by the same real party in interest, 
an explanation as to why the issue(s) 
raised in the second or subsequent pro-

test are significantly different than 
those raised earlier and why the sig-
nificantly different issue(s) were not 
presented earlier, and a processing fee 
under § 1.17(i) must be submitted. 

(d) A member of the public filing a 
protest in an application under this 
section will not receive any commu-
nication from the Office relating to the 
protest, other than the return of a self- 
addressed postcard which the member 
of the public may include with the pro-
test in order to receive an acknowledg-
ment by the Office that the protest has 
been received. The limited involvement 
of the member of the public filing a 
protest pursuant to this section ends 
with the filing of the protest, and no 
further submission on behalf of the 
protestor will be considered, unless the 
submission is made pursuant to para-
graph (c)(5) of this section. 

(e) Where a protest raising inequi-
table conduct issues satisfies the provi-
sions of this section for entry, it will 
be entered into the application file, 
generally without comment on the in-
equitable conduct issues raised in it. 

(f) In the absence of a request by the 
Office, an applicant need not reply to a 
protest. 

(g) Protests that fail to comply with 
paragraphs (b) or (c) of this section 
may not be entered, and if not entered, 
will be returned to the protestor, or 
discarded, at the option of the Office. 

[69 FR 56544, Sept. 21, 2004, as amended at 77 
FR 42173, July 17, 2012] 

§§ 1.292–1.297 [Reserved] 

REVIEW OF PATENT AND TRADEMARK 
OFFICE DECISIONS BY COURT 

§§ 1.301–1.304 [Reserved] 

ALLOWANCE AND ISSUE OF PATENT 

§ 1.311 Notice of allowance. 
(a) If, on examination, it appears 

that the applicant is entitled to a pat-
ent under the law, a notice of allow-
ance will be sent to the applicant at 
the correspondence address indicated 
in § 1.33. The notice of allowance shall 
specify a sum constituting the issue fee 
and any required publication fee 
(§ 1.211(e)), which issue fee and any re-
quired publication fee must both be 
paid within three months from the date 
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of mailing of the notice of allowance to 
avoid abandonment of the application. 
This three-month period is not extend-
able. 

(b) An authorization to charge the 
issue fee or other post-allowance fees 
set forth in § 1.18 to a deposit account 
may be filed in an individual applica-
tion only after mailing of the notice of 
allowance. The submission of either of 
the following after the mailing of a no-
tice of allowance will operate as a re-
quest to charge the correct issue fee or 
any publication fee due to any deposit 
account identified in a previously filed 
authorization to charge such fees: 

(1) An incorrect issue fee or publica-
tion fee; or 

(2) A fee transmittal form (or letter) 
for payment of issue fee or publication 
fee. 

[65 FR 57060, Sept. 20, 2000, as amended at 66 
FR 67096, Dec. 28, 2001; 69 FR 56545, Sept. 21, 
2004; 78 FR 62406, Oct. 21, 2013] 

§ 1.312 Amendments after allowance. 

No amendment may be made as a 
matter of right in an application after 
the mailing of the notice of allowance. 
Any amendment filed pursuant to this 
section must be filed before or with the 
payment of the issue fee, and may be 
entered on the recommendation of the 
primary examiner, approved by the Di-
rector, without withdrawing the appli-
cation from issue. 

[65 FR 14873, Mar. 20, 2000] 

§ 1.313 Withdrawal from issue. 

(a) Applications may be withdrawn 
from issue for further action at the ini-
tiative of the Office or upon petition by 
the applicant. To request that the Of-
fice withdraw an application from 
issue, applicant must file a petition 
under this section including the fee set 
forth in § 1.17(h) and a showing of good 
and sufficient reasons why withdrawal 
of the application from issue is nec-
essary. A petition under this section is 
not required if a request for continued 
examination under § 1.114 is filed prior 
to payment of the issue fee. If the Of-
fice withdraws the application from 
issue, the Office will issue a new notice 
of allowance if the Office again allows 
the application. 

(b) Once the issue fee has been paid, 
the Office will not withdraw the appli-
cation from issue at its own initiative 
for any reason except: 

(1) A mistake on the part of the Of-
fice; 

(2) A violation of § 1.56 or illegality in 
the application; 

(3) Unpatentability of one or more 
claims; or 

(4) For an interference or derivation 
proceeding. 

(c) Once the issue fee has been paid, 
the application will not be withdrawn 
from issue upon petition by the appli-
cant for any reason except: 

(1) Unpatentability of one of more 
claims, which petition must be accom-
panied by an unequivocal statement 
that one or more claims are 
unpatentable, an amendment to such 
claim or claims, and an explanation as 
to how the amendment causes such 
claim or claims to be patentable; 

(2) Consideration of a request for con-
tinued examination in compliance with 
§ 1.114; or 

(3) Express abandonment of the appli-
cation. Such express abandonment may 
be in favor of a continuing application. 

(d) A petition under this section will 
not be effective to withdraw the appli-
cation from issue unless it is actually 
received and granted by the appro-
priate officials before the date of issue. 
Withdrawal of an application from 
issue after payment of the issue fee 
may not be effective to avoid publica-
tion of application information. 

[65 FR 14873, Mar. 20, 2000, as amended at 65 
FR 50105, Aug. 16, 2000; 77 FR 46626, Aug. 6, 
2012] 

§ 1.314 Issuance of patent. 

If applicant timely pays the issue fee, 
the Office will issue the patent in reg-
ular course unless the application is 
withdrawn from issue (§ 1.313) or the Of-
fice defers issuance of the patent. To 
request that the Office defer issuance 
of a patent, applicant must file a peti-
tion under this section including the 
fee set forth in § 1.17(h) and a showing 
of good and sufficient reasons why it is 
necessary to defer issuance of the pat-
ent. 

[65 FR 54677, Sept. 8, 2000] 
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